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DETAILED ACTION 



This action is responsive to Response/ Arguments filed on March 23, 2009. 



Status of Claims 

Claims 1, 3-12, 14-17, 25-30 are pending in the case. Claims 1, 9, 1 1, 12, 17, 28, 29 and 30 

are independent Claims. 

Claims 2, 13, 18-24 have been canceled. 

Claims 1, 3-12, 14-17, 25-30 are rejected under 35 U.S.C. 103(a). 



Response to Arguments 

Applicant's arguments filed March 23, 2009 have been fully considered but they are not 
persuasive. See rejection for details. Applicant argued: 

1) Regarding Claims 1, 3-8 rejection under 35 USC 101, the rejection is 
withdrawn because applicant amended the Claim. 

2) Applicant argues about the amended Claims "the item information being 
recorded independently and separately", see rejection details. 

3) Applicant argues that Figure 4 does not show a playlist, however Figure 4 and 
Figure 6 illustrates playlist information defining reproduction. 

4) Applicant argues that in Setogawa, the plurality of buttons (reference number 
2 in Figure 3 of SETOGAWA) can be displayed on only one fixed background image 
and cannot be displayed on another background image". However, the claims do not 
recite that the buttons can be displayed on another background image. Although the 
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claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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Claims 12-14, 35-37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Setogawa, EP 0898279 in view of Sugimura, US 20040252974. 

Regarding Claim 1 , Setogawa discloses the claimed aspect of an information 
recording medium readable by a playback unit for directing the operation of the 
playback unit, and on which recording medium there are recorded (Abstract): Content 
information; button information operative for defining a button menu which allows the 
playback unit execute an operation as for said content information (Setogawa, FIG. 3); 
and play list information for defining reproduction sequence by the playback unit of said 
content information by a unit of item (FIG. 3, Scenel , Scene2), which constitutes said 
content information and which is accessible upon reproduction, said button information 
including a plurality of button pages each of which can constitute the button menu and 
whose .display can be changed to each other (Setogawa, FIG. 3, Scenel, Scene2, Next 
Page, Paragraph 0115, FIG. 10, FIG. 8, Fig 4), said button information being associated 
with button image information which is displayed and outputted with a background 
image (see Fig. 3-4), said play list information including i) item information for specifying 
each item which constitutes said content information (scene information); and ii) sub 
item information for specifying said button information as a sub item (Fig. 4), the item 
information including information indicating a reproduction time of the item, the sub item 
information including information indicating a reproduction time of the sub item ([0069], 
[0097]). 
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Setogawa does not specifically discloses the claimed aspect of the item 
information being recorded independently and separately from the sub item information, 
however Sugimura discloses the claimed aspect in FIG. 10, wherein sound information 
is recorded as sub play item separately from the ordinary play items. (Sugimura, Page 
6, Paragraphs 0085, 0086). It would be obvious to one of ordinary skill in the art at the 
time of the invention to add this feature to Setogawa's play list because this would allow 
to play the sound information independently of the still picture. (Sugimura, Page 6, 
0087). 

Regarding Claim 3, most of the limitations have been met in the rejection of 
Claim 1 . See details for Claim 1 rejection. Setogawa discloses the claimed aspect of at 
least one of the plurality of button pages includes button command (FIG. 3, Scenel , 
Scene2, and Next Page) information for defining the operation. 

Regarding Claim 4, most of the limitations have been met in the rejection of 
Claim 1 . See details for Claim 1 rejection. Setogawa discloses the claimed aspect of at 
least one of the plurality of button pages includes button control information being 
associated with at least one button image information which is displayed and outputted 
as the button menu (FIG. 3, Scenel , Scene2), and for displaying and outputting the 
button image information (FIG. 3, Scenel is selected at step image displayed, at step 4 
actual replay provided. (FIG. 3, Paragraph 0115). 
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Regarding Claim 5, most of the limitations have been met in the rejection of 
Claim 4. See details for Claim 4 rejection. Setogawa discloses the claimed aspect of 
button control information includes at least one of association information which 
indicates association with the button image information (FIG. 4, 1 1 is related to 15 
(image) display position information which indicates a display position of a button 
defined by the button image information (FIG. 4, 15 (image) is related to 22 (Chapterl), 
and near-by button information which indicates a change in a state of the button caused 
by the operation, wherein the selection of BTN#1 changes the state of the button. 
(Setogawa, FIG. 4, Paragraphs 0084-0088). 

Regarding Claim 6, most of the limitations have been met in the rejection of 
Claim 1 . See details for Claim 1 rejection. Setogawa discloses the claimed aspect of 
said button information is displayed, with it superimposed on or in place of one portion 
of said content information(Setogawa, FIG. 3, 4, Scenel and Scene2 are on the content 
information) or is not displayed at all, selectively in accordance with external 
designation. 

Regarding Claim 7, most of the limitations have been met in the rejection of 
Claim 1 . See details for Claim 1 rejection. Setogawa discloses the claimed aspect of 
said button information is recorded together with said content information (FIG. 10, 
relationship between button information and content is illustrated), in a content space in 
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which said content information is recorded and which occupies one area of a recording 
area in FIG. 3, 4, 6, 10, 20, wherein menu button is used for replaying information on 
the recording medium (Setogawa, Paragraphs 0001, 0003). 

Regarding Claim 8, most of the limitations have been met in the rejection of 
Claim 1 . See details for Claim 1 rejection. Setogawa, discloses the claimed aspect of on 
which there is further recorded background image (FIG. 3, FIG. 4, background image, 
house) information for defining a background image on which the button menu is 
superimposed and displayed, wherein Scenel selection is displayed on the background 
image. 

Regarding Claim 9, the steps to achieve information recording medium achieves 
the information recording apparatus. The rejection for Claim 1 applies to Claim 9. See 
the rejection details for Claim 1 . 

Regarding Claim 10, most of the limitations have been met in the rejection of 
Claim 9. See details for Claim 9 rejection. The steps to achieve information recording 
medium achieves the information recording apparatus. The rejection for Claim 6 applies 
to Claim 10. See the rejection details for Claim 6. 
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Regarding Claim 1 1 , the rejection for Claims 1 and 9 apply to Claim 1 1 . See 
rejection details for Claims 1 and 9. 

Regarding Claim 12, Setogawa discloses an apparatus achieves the claimed 
aspect, the rejection for Claims 1 and 3 apply to Claim 12. See rejection details for 
Claims 1 and 3. 

Regarding Claim 14, most of the limitations have been met in the rejection of 
Claim 12. See details for Claim 12 rejection. The rejection for Claim 5 applies to Claim 
12. See rejection details for Claim 5. 

Regarding claim 25, the rejection of claim 14 applies to claim 25. 

Regarding Claim 15, most of the limitations have been met in the rejection of 
Claim 12. See details for Claim 12 rejection. The rejection for Claim 6 applies to Claim 
15. See rejection details for Claim 6. 



Regarding claim 26, the rejection of claim 15 applies to claim 26. 
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Regarding Claim 16, most of the limitations have been met in the rejection of 
Claim 12. See details for Claim 12 rejection. Setogawa discloses the claimed aspect of 
a buffer memory for storing the generated button menu in FIG. 13, wherein display 
memory 118 and 119 is illustrated. (Setogawa, Column 19, Paragraph 0119). 

Regarding claim 27, the rejection of claim 16 applies to claim 27. 

Regarding Claim 1 7, the rejection for Claims 1 , 3, 4 apply to Claim 1 7. See the 
rejection details for Claims 1 , 3 and 4. 

Regarding Claim 28, Setogawa discloses the claimed aspect of an information 
recording medium on which there are recorded for enabling operation of a playback 
unit; an object data file for storing a first stream including video information or still 
picture information and a second stream including a plurality of menu information each 
of which is displayed in response to a user operation and can select a reproduction 
point of the first stream or a change of reproduction condition of the first stream in 
response to the user operation(Setogawa, FIG. 3); and a play list information for storing 
a plurality of item information each of which specifies the first stream by a unit of an item 
and a plurality of sub item information each of which specifies the second stream by a 
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unit of a sub item, the plurality of item information and the plurality of sub item 
information being recorded in the play list(Setogawa, FIG. 3, Scenel, Scene2), one 
menu information of the plurality of menu information specified by the sub item 
information being superimposed on a display of the first stream during a reproduction of 
the first stream specified by the item information, the first stream and the second stream 
being recorded such that the reproduction of the video information or the still picture 
information included in the first stream which is reproduced before the display of the one 
menu information is continued, by controlling the first stream and the second stream, 
during the one menu information is superimposed. (Setogawa, Scenel, Scene2, Next 
Page, Paragraph 0115, FIGs. 3, 4, 8, 10). 

Setogawa does not teach specifically the claimed aspect of the object data file 
and the play list information being recorded on the information recording medium 
independently and separately from each other, however Sugimura discloses the 
claimed aspect in FIG. 10, wherein sound information is recorded as sub play item 
separately from the ordinary play items. (Sugimura, Page 6, Paragraphs 0085, 0086). It 
would be obvious to one of ordinary skill in the art at the time of the invention to add this 
feature to Setogawa's play list because this would allow to play the sound information 
independently of the still picture. (Sugimura, Page 6, 0087). 

Regarding Claim 29, the rejection for Claim 28 applies to Claim 29. See Claim 28 
rejection for details. 
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Regarding Claim 30, the rejection for Claim 28 applies to Claim 30. See Claim 28 
rejection for details. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ECE HUR whose telephone number is (571) 270-1972. The 
examiner can normally be reached on Mon-Thurs 7:30am-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, WILLIAM BASHORE can be reached on 571-272-4088. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

April 29, 2009 

Ece Hur 
E.H. /e.h. 



/WILLIAM L. BASHORE/ 

Supervisory Patent Examiner, Art Unit 2175 



